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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of Trademark
Registration No. 3619407

Mark: BLUE MIST

Filed: November 20, 2008
Registered: May 12, 2009

SIS RESOURCES LTD., ) )

Petitioner, ))
V. ; Cancellation No. 92060895
STARBUZZ TOBACCO, INC., ))

Registrant. : )

)

PETITIONER'S RESPONSE IN OPPOSITION TO REGISTRANT'S
MOTION TO DISMISS PETITION TO CANCEL

Petitioner SIS Resources Ltd. (“Petitioner” or “SR&sources”), by and through the
undersigned counsel, files this Response in Opgpasib Registrant Starbuzz Tobacco, Inc.’s
(“Registrant” or “Starbuzz”) Motion to Dismiss P@in to Cancel, which Starbuzz filed on
March 30, 2015 (“Motion to Dismiss” or “Motion”) anhserved by regular U.S. Mail. In its
Motion, filed pursuant to Fed. R. Civ. P. 12(b)(8jarbuzz seeks to dismiss with prejudice the
only claim in the Petition for Cancellation (“Petit for Cancellation” or “Petition”), namely,
cancellation for fraud. As discussed more fulljolee SIS Resources has alleged facts sufficient
to establish standing and valid grounds for itsitidet for Cancellation of Starbuzz’'s BLUE
MIST Mark Registration No. 3619407 (“BLUE MIST MarRegistration” or “Registration”).
Specifically, SIS Resources has stated a plausibien for cancellation for fraud by alleging

with particularity that Starbuzz filed its Secti@d declaration at a time when its BLUE MIST
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Mark Registration had been pled as the basis f@f ia a complaint for declaratory judgment of
non-infringement and non-dilution. Thus, Starbbad affirmatively put its rights in the BLUE
MIST Mark Registration at issue in a pending litiga at the same time that Starbuzz
fraudulently filed its Section 15 declaration in ieHn it declared otherwise. For purposes of
deciding the Motion to Dismiss, these well-plea@ddgations are to be accepted as true. For
Starbuzz to suggest that the U.S. Trademark TndlAgppeal Board (“Board” or “TTAB”) may
simply disregard the Petition’s well-pleaded allegas, and decide the case on the merits now,
runs afoul of the standards applicable to a motmdismiss. Accordingly, the Board should
deny Starbuzz’s Motion and all the requested r¢fhefein.

l. STANDARD FOR A MOTION TO DISMISS PURSUANT TO RUL E 12(b)(6)

Starbuzz asserts that SIS Resources’ PetitioCéorcellation fails to state a claim upon
which relief can be granted as “[tlhe alleged stegBt was not false or fraudulent at the time
because the civil actioBtarbuzz Tobacco, Inc. v. Lorillard, Inc., et,dl.S. District Court for
the Central District of California, Case No. 8:13a0411, did not involve a challenge to
Starbuzz’'s use and registration of the BLUE MISTrknfor tobacco products.” (Mot. at i.)
First, this assertion by Starbuzz is incorrect heeaStarbuzz put its rights in the BLUE MIST
Mark Registration squarely at issue in a declayatelief action. At best, Starbuzz’s assertion
raises a disputed factual issue about the scopimeoflLorillard litigation, which cannot be
resolved against Petitioner at the motion to disrsieige. Starbuzz is improperly attempting to
argue the merits of the Petition for Cancellatiowl 40 seek in effect a summary decision as to
whether SIS Resources has in facbvenits Petition for Cancellation. Instead, the pmope
standard on a motion to dismiss is simply wheth& Resources hastateda claim for relief

that is plausible on its face. TBMP 8§ 503.02.
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A motion to dismiss for failure to state a clailrosld not be granted unless it appears
certain that the plaintiff can prove no set of $aghich would support its claim and would entitle
it to relief. See Young v. AGB Cord52 F.3d 1377, 47 U.S.P.Q. 2d 1752, 1754 (Fed. C
1998); Kelly Servs. Inc. v. Greene's Temporaries.,I25 U.S.P.Q. 2d 1460 (T.T.A.B. 1992).
Moreover, the Board must accept as true all walhged allegations of the Petition and must
construe it in the light most favorable to SIS Reses. SeeRitchie v. Simpsqrl70 F.3d 1092,
1097-98, 50 U.S.P.Q. 2d 1023, 1027 (Fed. Cir. 19906ung 152 F.3d at 1377, 47 U.S.P.Q. 2d
1752.

As the Court stated iAshcroft v. Igbal556 U.S. 662, 129 S.Ct. 1937, 173 L. Ed. 2d 868
(2009), “[tJo survive a motion to dismiss, a comptamust contain sufficient factual matter,
accepted as true, to ‘state a claim to relief thg@iausible on its face.”d. at 678,at 1949, 173
L. Ed. 2d at 884duoting Bell Atl. Corp. v. Twomhlp50 U.S. 544, 570 (2007)). “When there
are well-pleaded factual allegations, a court stitaadgsume their veracity and then determine
whether they plausibly give rise to an entitlemtentelief.” Igbal, 556 U.S. at 679, 129 S.Ct. at
1950, 173 L. Ed. 2d at 884See alsof'wombly 550 U.S. at 555 (“[flactual allegations must be
enough to raise a right to relief above the speimaldevel,” and a court must proceed, “on the
assumption that all the allegations in the complane true (even if doubtful in fact)”). Here,
SIS Resources has clearly alleged sufficient facesstablish standing and valid grounds for its
Petition for Cancellation and stated a plausib&ncifor relief. The Petition alleges with the
requisite particularity that Starbuzz fraudulenttaintained its BLUE MIST Mark Registration
by knowingly making false, material representatiohfact in its Section 15 declaration with the
intent to deceive the United States Patent andefnadk Office (“USPTQO”). See, e.g.Young

152 F.3d at 1379q(otingLipton Indus., Inc. v. Ralston Purina C&70 F.2d 1024, 1026, 213
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U.S.P.Q. 185, 187 (C.C.P.A. 1982)); Fed. R. Civ9®). See also Igbal556 U.S. at 686, 129
S.Ct. at 1954, 173 L. Ed. 2d at 876 (“It is truattfFed. R. Civ. P.] 9(b) requires particularity
when pleading ‘fraud or mistake,” while allowingni]alice, intent, knowledge, and other
conditions of a person’s mind [to] be alleged gatier”).

Starbuzz’s Motion seeks to draw a bright line kestw tobacco products and electronic
cigarettes in the prior litigation with Lorillardyhen that line is anything but clearly drawn.
However, Starbuzz’'s denials and refutations of,fadtich purport to set out a defense to SIS
Resources’ Petition, are not pertinent to a proRate 12(b)(6) analysis. See Advanced
Cardiovascular Sys., Inc. v. SciMed Life Sys.,, 1888 F.2d 1157, 1160, 26 U.S.P.Q. 2d 1038,
1041 (Fed. Cir. 1993) (Rule 12(b)(6) challenges ldgal theory of the complaint not the
sufficiency of the evidence that might be adduced).

The only question at this time is whether thetRetifor Cancellation sets forth facts that,
if proven, would entitle SIS Resources to the faties seeking. TBMP § 503.02In order to
properly state a claim in its Petition for Cancidla, SIS Resources must plead facts, taken as
true, which are sufficient to show (1) that it lIsanding; and (2) a valid ground for cancellation
of the BLUE MIST Mark Registration.See, e.g.Young 152 F.3d at 1379q(oting Lipton
Indus, 670 F.2d at 1026, 213 U.S.P.Q. at 18Bee alsoTBMP § 503.02. The Petition for
Cancellation plainly does both.

. STANDING

Section 14 of the Lanham Act, 15 U.S.C. 8§ 1064yies that a petition to cancel a
registration may be filed, “by any person who bed® that he is or will be damaged . . . by the
registration of a mark on the principal register...” “Section 14 has been interpreted as

requiring a cancellation petitioner ‘to show (1)athit possesses standing to challenge the
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continued presence on the register of the subgepstration and (2) that there is a valid ground
why the registrant is not entitled under law to mi@n the registration.” Young 152 F.3d at
1379 QuotingLipton Indus, 670 F.2d at 1026, 213 U.S.P.Q. at 187). “Theditay requirement
is based on the statutory requirement that a clatiogl petitioner must believe that ‘he is or will
be damaged by the registration’ and cases defth@gcope of this languageYoung 152 F.3d
at 1379-80 @uotingLipton Indus, 670 F.2d at 1028-29, 213 U.S.P.Q. at 189 (citatimmitted)).
In addition to the requirements of Section 14, #tipeer “must meet two judicially-created
requirements in order to have standing — the [pegt] must have a ‘real interest’ in the
proceedings and must have a ‘reasonable’ basisigdoelief of damage."Ritchig 170 F.3d at
1095?

Starbuzz filed a federal lawsuit against SIS Resssiand Nu Mark LLC on February 4,
2015, in the Central District of California allegiclaims for federal trademark infringement and
false designation of origin, state unfair busingsactices, and common law trademark
infringement and unfair competition, all based daarBuzz’s purported rights in the alleged
BLUE MIST Mark Registration No. 3619407 and anothegistration not relevant hereSee
Starbuzz Tobacco, Inc. v. SIS Resources Ltd. anMa&tlk LLC, C.D. Cal., Case No. 8:15-cv-
00176 (the “Federal Action”). As the BLUE MIST MaRegistration which SIS Resources
seeks to cancel in its Petition is the same fedegibtration on which Starbuzz relies to claim
SIS Resources is liable for trademark infringemarnthe Federal Action, SIS Resources has a

real interest in this Cancellation Proceeding. then it is self-evident that SIS Resources

! “IDJue to the linguistic and functional simila@s between the opposition and cancellation
provisions, respectively 88 13 and 14 of the Lanlet [the Court of Appeals for the Federal
Circuit] construe[s] the requirements of those tsextions of the Lanham Act consistently.”
Ritchig 170 F.3d at 1095 n.zifing Young 152 F.3d at 138Q;ipton Indus, 670 F.2d at 1028,
213 U.S.P.Q. at 189).
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believes it will be damaged by the continued regigin of the BLUE MIST Mark Registration

No. 3619407, and, thus, SIS Resources has a rddsobalief of damage in the event this
Registration is not cancelled. For all of thesssoms, then, SIS Resources has standing to assert
its Petition for Cancellation, and Starbuzz consea® much as it did not challenge standing in
its Motion.

1. GROUNDS FOR CANCELLATION

A petition to cancel a registration is approprigegt any time if . . . registration was
obtained fraudulently . . . .7 15 U.S.C. 8 1064(2 registrant may file a Section 15 declaration
to claim that a mark registered on the Principaji®er is incontestable once the mark has been
in continuous use in commerce for a period of fpears after the date of registration, and the
mark is still in use in commerce. 15 U.S.C. § 1068hen filing this declaration, a registrant
must aver that there is “no proceeding involvingl saghts pending in the United States Patent
and Trademark Office or in a court and not finallgposed of.” 15 U.S.C. § 1065(2); 37 C.F.R.
88 2.167(d) and (ekee alsarMEP § 1605.04.

“Fraud in obtaining or maintaining a trademarkisé@gtion ‘occurs when an applicant [or
later, registrant] knowingly makes false, materggresentations of fact in connection with his
application,” or in connection with a Section 8 andl5 declaration or in connection with an
application for renewal."Mister Leonard, Inc. v. Jacques Leonard Couture,, 183 U.S.P.Q. 2d
1064 (T.T.A.B. 1992) (citingrorres v. Cantine Torresella S.R.I808 F.2d 46, 1 U.S.P.Q. 2d
1483, 1484 (Fed. Cir. 1986)). Fraud made in afitdaunder sections 8 and 15, to continue a
registration and obtain incontestability, also d¢date fraud in “obtaining” a registration
sufficient for cancellation.See, e.g 6 J.THOMAS MCCARTHY, MCCARTHY ON TRADEMARKS

AND UNFAIR COMPETITION 8§ 31:80 (4th ed. 2014), and cases cited ther8pecifically, “filing a
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fraudulent incontestability affidavit provides asimfor canceling the registration itselfRobi v.
Five Platters, Inc 918 F.2d 1439, 1444 (9th Cir. 1990) (citi@gown Wallcovering Corp. v.
Wall Paper Mfrs. Ltd.188 U.S.P.Q. 141, 143-44 (T.T.A.B. 197%unrise Jewelry Mfg. Corp.

v. Fred S.A 175 F.3d 1322, 1327 (Fed. Cir. 1999) (indicatihgt the filing of a fraudulent
Section 15 affidavit could warrant cancellationtioé trademark)Mister Leonard 23 U.S.P.Q.

2d at 1064 (finding that fraud can occur with mialemisrepresentations in connection with a
Section 15 Declaration of Incontestabilityyolkswagenwerk Aktiengesellschaft v. Advance
Welding and MFG. Corp.184 U.S.P.Q. 367 (T.T.A.B. 1974) (holding that tfcain the
execution of affidavits or other documents attemhdgoon the maintaining of a registration rather
than the securance thereof constitutes a grountthéocancelation thereof . . . 7).

Here, Starbuzz fraudulently filed a Section 15 Bsstion of Incontestability in
connection with its BLUE MIST Mark Registration dmay 23, 2014, while it was engaged in
federal litigation in which its rights in that mavkere directly at issue. A Section 15 declarant
“must state that there has been no final decisitmerse to the owner’s claim of ownership of the
mark for the goods or services, or to the owneghtrto register the mark or to keep the mark on
the register.It must also state that there is no proceeding involving these rights pending in the
USPTO or in a court and not finally disposed of.” TMEP § 1605.04 (citing 15 U.S.C. 88
1065(1)-(3); 37 C.F.R. 88 2.167(d) and (e)) (emghadded). Specifically, Starbuzz made its
Section 15 declaration under penalty of perjurylvhiiwas actively engaged in federal litigation
involving its rights in the BLUE MIST Mark, in dio¢ contravention of 15 U.S.C. § 1065.
Moreover, the lawyer who filed the fraudulent Sextil5 declaration, Martin Jerisat, was also
actively engaged in the federal litigation, andsthalearly knew that Starbuzz’s rights in the

BLUE MIST Mark Registration were being challengéere. As further detailed below, these
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facts are sufficiently pled in the Petition andaddish the particular details of the alleged fraud

committed by Starbuzz.

V. STARBUZZ FRAUDULENTLY FILED ITS SECTION 15 DECL ARATION OF
INCONTESTABILITY FOR THE BLUE MIST MARK REGISTRATIO N NO.
3619407.

A.  Facts
Starbuzz’s Registration should be cancelled urkmtion 14 of the Lanham Act, 15

U.S.C. 1064(3), because the federal registratiortfe BLUE MIST Mark was obtained and

maintained fraudulently. (Petition Y 8 & 25.) #&te time Starbuzz filed its Combined

Declaration of Use and Incontestability under Sei8 & 15 on May 23, 2014, the BLUE

MIST Mark was at issue in a pending federal coatioa for declaratory relief filed by Starbuzz

and subject to counterclaims of trademark infringetand unfair competition.d; 11 9 & 28.)
Specifically, on March 8, 2013, Starbuzz filed angdaint for declaratory judgment of

non-infringement of trademarks and non-dilution teddemarks against Lorillard, Inc. and

Lorillard Technologies, Inc. regarding Starbuzz’¢ UEE MIST Mark in the United States

District Court for the Central District of Califaay Case No. 8:13-cv-00411 (the “LOEC Federal

Action”). (Petition § 10.) Starbuzz then filedrast Amended Complaint substituting LOEC,

Inc. as defendant on October 9, 2013 (“FAC”). (titet 11 & Exh. D (FAC).) In its FAC,

Starbuzz defined the “BLUE MIST Mark” at issue te the one covered BLUE MIST Mark

Registration No. 361940(FAC { 15 & Exh. A). (Petition 1 11 & Exh. D.) &buzz sought a

declaration that its BLUE MIST Mark, as used byrBtaz in connection with tobacco products

and electronic cigarettes, has priority over LOEBI4J Marks for electronic cigaretteand that

Starbuzz’'s BLUE MIST Mark is not confusingly simileo LOEC’s BLU Marks(FAC Prayer
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for Relief 11 1-2). (Petition § 11 & Exh. D.) S$fecally, Starbuzz placed its rights in the BLUE
MIST Mark at issue by alleging:

. “At all times relevant herein, Starbuzz has beer still is, the
owner of the exclusive rights, title, and interesthe BLUE MIST
Mark for tobacco and related products.” (FAC ) 17.

. “Starbuzz is informed and believes, and on thaisbaléeges, that
the date of first use of the BLUE MIST Mark in commerce
predates the date of first use of the BLU Marks incommerce.
Therefore, Starbuzz’s rights to use BLUE MIST on tdacco
and related products have priority over any rightsclaimed by
Defendants in their BLU Marks.” (FAC 1 40) (emphasis added.)

. “Because no likelihood of confusion exists betwddUE MIST’
and the BLU Marks, Starbuzz has not infringed uploe BLU
Marks.” (FAC 1 50.)

. “Based upon the cease and desist letters, and sinS&arbuzz is
making bona fide use of the ‘BLUE MIST’ mark in connection
with its tobacco and electronic cigarette productsthere is an
actual controversy as to whether Plaintiff’'s use othe ‘BLUE
MIST" mark infringes upon and dilutes Defendant's BLU
Marks.” (FAC 1 61) (emphasis added.)
. “By this Complaint, Starbuzz seeks declaratory relief from this
Court to clarify its rights to the ‘BLUE MIST mark and
Defendant’s rights in the BLU Marks.” (FAC { 62) (emphasis
added.)
(Petition § 11 & Exh. D (emphasis added).) As smawthe allegations, Starbuzz relied on its
BLUE MIST Mark Registration as the basis for itcldeatory relief action. Starbuzz put its
rights in the BLUE MIST Mark Registration squarelyissue in the LOEC Federal Action.
Further, the dispute that led to Starbuzz filihg tleclaratory relief action was centered
on and around Starbuzz's BLUE MIST Mark RegistnatioSpecifically, Starbuzz filed the
declaratory relief action in the LOEC Federal Antia response to a cease and desist letter from

Lorillard, dated February 4, 2013, in whicl.drillard on behalf of Defendant claimed

ownership of the BLU Marks and demanded that Starbaz cease and desist from all use of

-9-
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‘BLUE MIST’, file an express abandonment of the Appication, and enter into a settlement
agreement with Defendant to resolve the mattet (Petition J 12 & Exh. D (FAC | 55)
(emphasis added).) In that same letter, “Lorilland behalf of Defendant, further accused
Starbuzz of trademark infringement and dilutiortled BLU Marks.” (Petition § 12 & Exh. D
(FAC 9 56).) Starbuzz responded to the Februdegtdr on February 15, 2013, “claiming that
there is no likelihood of confusion between thetipal respective marks.” (Petition § 12 & Exh.
D (FAC 1 58).) In that letter, Starbuzz stateor’ the reasons that follow, we believe that
there is no likelihood of confusion between Starbuzs BLUE MIST mark for tobacco
products (Reg. No. 3619407) (the ‘BLUE MIST Mark’)and Lorillard’s ‘BLU’ family of
marks (the ‘BLU Marks’). ” (Petition 12 & Exh. E (Ans. to FAC & Counteagains in the
LOEC Federal ActiongeeExh. H to same)) (emphasis added).) Thus, froendhtset, the
BLUE MIST Mark Registration was at the heart ofrStez’s dispute with Lorillard and LOEC.
On January 13, 2014, LOEC filed its Answer tof#¢€C and Counterclaims in the LOEC
Federal Action, alleging in its Answer, among ottiengs:
. “In response to the allegations of paragraph 4hefAC,LOEC
denies that Starbuzz’s rights, if any, to use ‘BLUEMIST’ on
tobacco and related products have priority over LOEC’s rights
in the BLU Marks in connection with electronic cigaettes and
related products.” (Ans. to FAC  40) (emphasis added.)
. “In response to the allegations of paragraph 6thefFAC,LOEC
admits that there is a current actual case or contversy
regarding whether Plaintiff’'s use of the ‘BLUE MIST’ mark
infringes upon Defendant’s BLU Marks.” (Ans. to FAC | 61)
(emphasis added.)
. “In response to the allegations of paragraph 6tefAC,LOEC
admits that Starbuzz has filed an action for declaatory relief
to clarify its rights to the ‘BLUE MIST mark and L OEC’s

rights in the BLU Marks. LOEC denies that Starbuzz is
entitled to any relief.” (Ans. to FAC 1 62) (emphasis added.)

-10 -
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. “In response to the allegations of paragraph 6hefFAC, LOEC
admits that Starbuzz asserts that there is nahikedl of confusion
between ‘BLUE MIST’ and the BLU Marks.” (Ans. tAE { 68.)

(Petition § 13 & Exh. E (emphasis added).) Starbarzd LOEC were clearly litigating their
rights to use and registration of the BLUE MIST a@ldJ Marks, and Starbuzz’s rights in the
BLUE MIST Mark Registration were squarely at issue.

Furthermore, in its three Counterclaims for fedl@nfair competition under 15 U.S.C. §
1125(a), California common law trademark infringeitpeand California unfair competition,
LOEC similarly defined the “BLUE MIST Mark” in issuas the one covered by the BLUE
MIST Mark Registration (Petition § 14 & Exh. E (Guarclaims  8)), as Starbuzz had done in
the FAC. (Petition  14.) Among other things, LOEC sougptdgment from the Court:

. “Dismissing all claims in Starbuzz’'s First Amend€bmplaint
with prejudice, finding thaStarbuzz is not entitled to any of its
requested relief, or any relief whatsoever, and defng with
prejudice all relief requested by StarbuzzZ’ (Counterclaims
Prayer for Relief 1 1).

. “Adjudging that Starbuzz . . . be enjoined andressed at first
during the pendency of this action and thereaftermanently
from: a. Manufacturing, producing, sourcing, impagt selling,
offering for sale, distributing, advertising, oropnoting any goods
that display any words or symbols that so resentbhée BLU
Family of Marks as to be likely to cause confusiamstake or
deception, on or in connection with any productt tie not
authorized by or for LOEC; WJsing any word, term, symbol,
device or combination thereof that causes or is Iy to cause
confusion, mistake or deception as to the affiliatin or
association of Starbuzz or its products with LOECpr as to the
origin of Starbuzz’s goods, or any false designatioof origin,
false or misleading description or representation fofact; c.
Further infringing the rights of LOEC in and to tBeU Family of
Marks or otherwise damaging LOEC’s goodwill or Imess
reputation; d. Otherwise competing unfairly with EO in any
manner . . ..” (Counterclainf&ayer for Relief | 3).

. “Adjudging that Starbuzz . . . be enjoined and reesed from
applying to register any trademark applicationshvitie USPTO

-11 -
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that are likely to infringe on the BLU Family of Me.”
(Counterclaimd$rayer for Relief § 9)

(Petition 1 14 & Exh. E (emphasis added).)
On February 3, 2014, Starbuzz filed its Answertie Counterclaims in the LOEC
Federal Action, raising the following Affirmativedienses:

. “LOEC'’s claims are barred, in whole or in part, ®tarbuzz’s prior
use and/or registration of the BLUE MIST, MELON BEUand
BLUE SURFER marks.” (Ans. to Counterclaims Eighalff.
Defense Prior Use/Registration).

. “LOEC’s trademark infringement claims fail sinceaftuzz used
its BLUE MIST and MELON BLUE marks in commerce befo
LOEC and its predecessor(s) in interest began usiegBLU
Marks in commerce. In addition, Starbuzz is infedmand
believes, and thereon alleges, that LOEC’'s BLU Make
descriptive and did not acquire distinctivenessanf/, until after
Starbuzz began use of its BLUE MIST, MELON BLUE,dan
BLUE SURFER marks for tobacco products.” (Ans. to
Counterclaims Twelfth Aff. Defense Priority and Non
Infringement of Trademark).

(Petition § 15 & Exh. F (Ans. to Counterclaims e tLOEC Federal Action).) Starbuzz again
involved the BLUE MIST Mark Registration in its @efse of the counterclaims just as it had in
the FAC for declaratory relief.

Thereafter, while the LOEC Federal Action wad sinding, Starbuzz filed a Combined
Declaration of Use and Incontestability under Se1i8 & 15 on May 23, 2014 in connection
with the BLUE MIST Mark Registration No. 3619407 Intontestability Declaration”),
declaring: “There has been no final decision advéosthe owner’s claim of ownership of such
mark for such goods/services, or to the owner’strig register the same or to keep the same on
the register; and there is no proceeding invohsagl rights pending and not disposed of either

in the United States Patent and Trademark Officénoa court.” (Petition { 16 & Exh. G

-12 -
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(Combined Declaration of Use and Incontestabilitgler Sections 8 & 15 filed in connection
with the Registration).)

Mr. Jerisat signed the Section 15 declarationnalouse counsel for Starbuzz under
penalty of perjury; specifically:

The signatory being warned that willful false stagmts and the

like are punishable by fine or imprisonment, orhyoander 18

U.S.C. Section 1001, and that such willful falsstesnents and the

like may jeopardize the validity of this submissideclares that all

statements made of his/her own knowledge are tmcek all

statements made on information and belief are \ti¢o be true.
(Petition § 17 & Exh. G.)

At the time Mr. Jerisat signed the Section 15 aetion for the BLUE MIST Mark
Registration, he was an attorney for Starbuzz enUGEC Federal Action, having filed a Notice
of Appearance on November 4, 2013. (Petition ®1Bxh. H (Notice of Appearance filed in
the LOEC Federal Action).) Thus, Mr. Jerisat dig&new there was a proceeding involving
rights in the BLUE MIST Mark Registration pendingdanot disposed of in a court. (Petition {
18.)

On June 10, 2014, the USPTO acknowledged the dpedtb declaration filed in
connection with the BLUE MIST Mark Registration.Peition § 19 & Exh. | (Notice of
Acknowledgment under Section 15 issued in connectdth the Registration).) Once a
registration has become incontestable under Sedtoaf the Lanham Act, 15 U.S.C. § 1065,
“the registration shall be conclusive evidenceld Vvalidity of the registered mark and of the
registration of the mark, of the registrant’'s ovaingp of the mark, and of the registrant’s

exclusive right to use the registered mark in conceé 15 U.S.C. 8 1115(b). “Such conclusive

evidence of the right to use the registered maaltl le subject to . . . the following defenses or

-13 -
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defects: (1) That the registration or the incomtielst right to use the mark was obtained
fraudulently . .. .”Id. (See alsdetition Y 22.)

Furthermore, at the time the Section 15 declamatias signed and filed, eight Notices of
Suits were lodged in connection with the BLUE MIBTark Registration reflecting unique cases
filed by Starbuzz, five of which were still pendingcluding the LOEC Federal Action.
(Petition § 21 & Exh. A (TSDR & TESS print-outs fibre BLUE MIST Mark U.S. Trademark
Registration No. 3619407).) After the USPTO acklealged the Section 15 declaration, three
more Notices of Suit were lodged in connection wiitis Registration reflecting new cases filed
by Starbuzz. (Petition  21.) Upon informatiord drelief, Starbuzz is a litigious party that
committed fraud on the USPTO to procure a fals¢i@ed5 Declaration of Incontestability that
would afford and did afford Starbuzz benefits amdspmptions under 15 U.S.C. § 1115, to
which Starbuzz was not otherwise entitled, to assgainst third-parties in litigationld()

B. Analysis

The facts recited above, all of which are wellggled in the Petition, plainly state a claim
for cancellation on grounds of fraud. Starbuzz tiresplaintiff in a declaratory relief action and
counter-defendant in an infringement action at faene time Mr. Jerisat filed Starbuzz’'s
Incontestability Declaration declaring that itshtig in the BLUE MIST Mark Registration were
not being contested in any such proceeding. Cdwaie found that declaratory relief claims for
non-infringement and counterclaims for infringemeonstitute a “proceeding involving said
rights” under 15 U.S.C. 1065(2). For example,danstellation Brands, Inc. v. Arbor Hill
Assocs., Inc.535 F. Supp. 2d 347, 353-55, 361 (W.D.N.Y. 2008, Court denied plaintiff's
motion for summary judgment on defendant’s coutaérc to cancel plaintiff's registration

when plaintiff's counsel had filed its Section 1&cthration during the suit between the parties.
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In Constellation the plaintiff had sued for a declaratory judgmiatt there was no likelihood of
confusion between the parties’ marks, or in thera#tive, if the Court found that a likelihood of
confusion existed, that the defendant’s mark igfeh the plaintiff's mark. Defendant asserted
counterclaims for trademark infringement, unfaimgetition, and false advertising under the
Lanham Act and state law. Here, asGonstellation the LOEC Federal Action contesting
Starbuzz’s rights in its BLUE MIST Mark Registratigspecifically, a declaratory judgment
action including counterclaims for infringement) svgending when Starbuzz filed its
Incontestability Declaration.

While the “[tlhe USPTO does not consider a procegdivolving the mark in which the
owner is the plaintiff, and there is no counterdanvolving the owner's rights in the mark, to be
a ‘proceeding involving these rights’ that wouleé@ude the filing or acknowledgment of a § 15
affidavit,” here, like the plaintiff ifConstellation Starbuzz was in the position of plaintiff in an
action for declaratory relief. TMEP § 1605.04. u@ts have found that actions for declaratory
judgment for non-infringement are the reverse ofrdinngement claim since they are typically
brought defensively to avoid suit for infringemeas was the case when Starbuzz filed its
declaratory judgment action after responding toillawd’s demand letter.Plumbtree Software,
Inc. v. Datamize, LLCNo. C 02-5693 VRW, 2003 WL 25841157, at *3, 6[INCal. Oct. 6,
2003) (granting motion to realign plaintiff who dd a declaratory relief claim for non-
infringement as the plaintiff, and defendant whiedian infringement action as the plaintiff,
since claims of non-infringement are typically eledes and the claim for infringement is the
case-in-chief);Levi Strauss & Co. v. Abercrombie & Fitch48 F. Supp. 2d 811, 814 (N.D. Cal.
2008) (denying motion to dismiss Abercrombie & Ritccounterclaim for cancellation of Levi

Strauss & Co.’s registration where Levi Strauss & €ad filed a Section 15 declaration at a
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time when it was a defendant in a declaratory fralation for non-infringement in a third-party
lawsuit, and even though the plaintiff in that thparty lawsuit had not sought to affirmatively
cancel Levi Strauss & Co.’s registration at issuédccordingly, having filed a declaratory
judgment action, Starbuzz was in the position ofedéant to an infringement action and,
moreover, was counter-sued for infringement; ti&tsrbuzz could not file its Incontestability
Declaration.

As set out in detail in SIS Resources’ Petition @mncellation and herein, in procuring
and maintaining the BLUE MIST Mark Registration N&®19407, Starbuzz made false, material
representations of fact which it knew were falg¢Petition | 23, 30, & 31.) Moreover, upon
information and belief, Starbuzz’s deliberate npsesentation was made for the purpose of
deceiving and with the willful intent to deceiveettdSPTO into acknowledging the Section 15
Incontestability Declaration for U.S. Trademark Begtion No. 3619407. Id. 11 21, 23, &
32.) As set out above, Starbuzz is highly litigiomhen it comes to its BLUE MIST Markde
Petition 1 21 & Exh. A), and an incontestable regt®on would afford and did afford Starbuzz’s
benefits and presumptions to which it was not otiss entitled. See Crown Wallcovering
Corp. v. The Wall Paper Mfrs. Ltdl88 U.S.P.Q. 141 (T.T.A.B. 1975) (“. . . it ilear that the
filing of a fraudulent Section 15 affidavit woulda&ble a registrant to obtain a new right, namely,
incontestability, to which he would not otherwise éntitled;i.e., to obtain the right to have his
registration accepted as conclusive evidence, rdt@n merely prima facie evidence, of
registrant's exclusive right to use the registenaak in commerce. Under such circumstances, it
is adjudged that the filing of a fraudulent Sectidb affidavit constitutes a ground for
cancellation of the involved registration withirethburview of Section 14(c).”). As a result, the

BLUE MIST Mark Registration should be cancelledtbg Board.
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Further, prior to filing this Motion to Dismissté8buzz had filed a Motion to Consolidate
and Suspend Proceedings on March 23, 2015 in tliseBding. Therefore, Starbuzz had
already appeared in this Proceeding with its MotmQonsolidate and Suspend Proceedings and
thereby waived any defenses it could have assbytéalling to do so in its initial filing.

V. CONCLUSION

Accepting as true all well-pleaded and materidegdtions of the Petition for
Cancellation, SIS Resources has sufficiently plgthasible claim for cancellation of the BLUE
MIST Mark Registration No. 3619407 on grounds efulif. Starbuzz may not obtain dismissal
at this early stage of the proceedings by attergptin manufacture a factual dispute.
Accordingly, SIS Resources respectfully requestt the Court deny Starbuzz’s Motion to
Dismiss SIS Resources’ Petition for Cancellation.

Dated: April 20, 2015 Respectfully submitted,

DLA PIPER LLP (US)

By:  /s/ John M. Nading
Ann K. Ford
Thomas E. Zutic
John M. Nading
Ashley H. Joyce
500 8th Street, NW
Washington, D.C. 20004
Tel. 202-799-4000
Fax 202-799-5000

Attorneys for Petitioner SIS Resources Ltd.
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CERTIFICATE OF SERVICE

This is to certify that a copy of the foregoiRETITIONER'S RESPONSE IN
OPPOSITION TO REGISTRANT'S MOTION TO DISMISS PETITI ON TO CANCEL
was served via First Class U.S. Mail, postage pdepad properly addressed to:

Starbuzz Tobacco, Inc.
10871 Forbes Ave
Garden Grove, California 92843

Natu J. Patel

The Patel Law Firm, P.C.
22952 Mill Creek Drive
Laguna Hills, California 92653

this 20th day of April, 2015.

/s/ John M. Nading
John M. Nading
Attorney forPetitioner
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